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Bef ore Hohein, Hairston and Hol tznman, Adm nistrative Trademark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

VTECH INDUSTRIES, L.L.C. has filed an application to
regi ster the mark "WH Z KID ANl MATED' for "el ectronic gane
machi nes and programs for teaching of children".’

Regi stration has been finally refused on the ground

that "the mark WHI Z KID ANIMATED is a 'nutilation” of the wording

' Ser. No. 75/054,930, filed on February 8, 1996, based upon an

al l egation of a bona fide intention to use the mark in commerce. The
term" ANl MATED' is disclained. Follow ng publication of the mark and
i ssuance of a notice of allowance, applicant submtted a statenent of
use which alleges dates of first use of June 1996.
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on the specinens, where it appears as TALKING WH Z KI D ANI MATED, "
and that applicant nust therefore submt properly verified
substitute speci nens show ng use of the mark WH Z KI D ANI MATED,
as required by Section 1(a)(1) of the Trademark Act, 15 U. S. C
81051(a)(1). Although applicant submitted identical copies of a

catalog advertisement for its goods as its "specimens" of use,

such advertising, which (in reduced size) is reproduced in

pertinent part below, is acceptable as "specimens"” of use

inasmuch as it functions as facsimiles which depict how applicant

actually uses the matter which it seeks to register.
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Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusal to
regi ster.

As a prelimnary matter, we observe that there appears
to be no disagreenent by either applicant or the Exam ning
Attorney with the | ong-standing principle that an applicant may
apply to register any el enent of a conposite mark displayed on
the specinens of use if that el enent presents a separate and
distinct commercial inpression as a mark; that is, the elenent in
and of itself functions as a mark since, as shown by the manner
of its use on the specinens, it creates a separate inpression
which is indicative of the source of the applicant’s goods or
servi ces and distingui shes such fromthose of others. See, e.qg.
Institut National des Appellations D Oigine v. Vintners
International Co. Inc., 958 F. 2d 1574, 22 USPQ@d 1190, 1197 (Fed.
Cr. 1992), citing In re Servel, Inc., 181 F.2d 192, 85 USPQ 257,
259-60 (CCPA 1950); In re Raychem Corp., 12 USPQ2d 1399, 1400
(TTAB 1989); Tekelec-Airtronic, 188 USPQ 694, 695 (TTAB 1975);
and In re Berg Electronics, Inc., 163 USPQ 487, 487-88 (TTAB
1969) .

Turning, therefore, to the nerits of this appeal,
appl i cant argues anong other things that the words "WH Z KI D
ANl MATED' are not a nutilation since they "create a separate and
di stinct commercial inpression fromthe additional descriptive

wor di ng that appears on the specinens.” In particular, applicant
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contends, notably w thout any evidentiary support, that "[t] he
term’talking is a nerely descriptive term denoting the fact
that the device to which the WHIZ KID ANl MATED mark is applied
gener ates human speech sounds.” |In view thereof, applicant
Insists that such term"is particularly insignificant to the

di stinctiveness and comrercial inpression of the mark WH Z KID
ANl MATED gi ven the wi de spread use of the termw thin the

I ndustry."

We concur with the Exam ning Attorney, however, that
the word "TALKING' forns part of applicant’s marks which share
the words "WH Z KID'. Aside fromthe fact that the record, as
the Exam ning Attorney points out, reflects that applicant is the
owner of two prior registrations, involving the mark "TALKI NG
VWH Z- KI D' for an "electroni c educational teaching gane for

n 2

children"” and the mark "TALKING WHI Z KID GENI US" for an

"el ectronic teaching game for children,"® which fail to contain a
di sclaimer of the assertedly descriptive term"TALKING " we note
that even if applicant is correct that such designation is in
fact a descriptive termfor electronic devices that generate
human speech, " the words "Tal king Whi z Ki d" neverthel ess appear
together, each tine in the sane style and size of font, three
separate tinmes on the sane page of its catal og advertising

specinens. "It is obvious" therefrom as the Exam ning Attorney

contends, "that the applicant itself regards the 'nanme’ of its

’ Reg. No. 1,529,833, issued on March 14, 1989, which sets forth dates
of first use of January 10, 1987; combined affidavit 888 and 15.
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product as TALKING VWH Z KI D or TALKING VWH Z KI D ANl MATED' r at her
than "WH Z KI D ANI MATED" .

More inportantly, the specinens reveal that, as shown
on applicant’s goods, the word "Tal ki ng" conspi cuously appears in
conjunction wth the words "Wiz Kid," each of which is depicted
in the sane size of stylized lettering (wwth the first letter of
each word capitalized), followed by the term"AN MATED, " which is
shown in a larger and strikingly different stylized font (with
all letters of the word capitalized). G ven such stark contrast
In visual presentation, we agree with the Exam ning Attorney that
it is the words "TALKING WHI Z KID," rather than "WH Z KI D
ANl MATED, " which create a separate and di stinct conmercia
I npression as a mark for applicant’s goods and thus, as evidenced
by the specinens, the average "custoner would perceive ... that
the product is an 'animated’ version of the applicant’s TALKI NG
VH Z KID ... electronic gane machi nes."

Decision: The refusal to register is affirned.”

G D. Hohein

P. T. Hairston

° Reg. No. 1,860,461, issued on COctober 25, 1994, which sets forth
dates of first use of May 10, 1993.

“ Inasmuch as Trademark Rule 2.142(g) plainly provides, in pertinent
part, that "[a]n application which has been consi dered and deci ded on

appeal will not be reopened except for the entry of a disclainer,"
applicant’s alternative request in its brief that, if the Board does
"not find the specinmens ... subnitted with Applicant’s Statenent of
Use ... acceptable to denonstrate use of its WH Z KID ANl MATED nmar Kk,
.. the Board return the application to the Exam ning Attorney so as
to ... amend the drawing in a non-material nanner to reflect the
TALKI NG WHI Z KID ANI MATED nmark ..." is denied.
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T. E. Holtzman
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board



